Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA606363

Filing date: 05/27/2014

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding. 92057116
Applicant Defendant

Darryl D. Agler
Other Party Plaintiff

Westheimer Corporation

Have the parties Yes
held their discov-
ery conference
as required under
Trademark Rules
2.120(a)(1) and

(@)(2)?

Motion for Suspension in View of Civil Proceeding With Consent

The parties are engaged in a civil action which may have a bearing on this proceeding. Accordingly, Darryl D.
Agler hereby requests suspension of this proceeding pending a final determination of the civil action. Trade-
mark Rule 2.117.

Darryl D. Agler has secured the express consent of all other parties to this proceeding for the suspension and
resetting of dates requested herein.

Darryl D. Agler has provided an e-mail address herewith for itself and for the opposing party so that any order
on this motion may be issued electronically by the Board.

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Respectfully submitted,

/Louis T. Perry/

Louis T. Perry
tmindy@faegrebd.com,louis.perry@faegrebd.com,amie.peelecarter@faegrebd.com
ip@musicesg.com

05/27/2014
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re U.S. Trademark Registration No. 3,986,754
‘For the Mark: STRATOTONE
Registered on: June 28, 2011
WESTHEIMER CORPORATION
Petitioner, Cancellation No.: 92057116

V.

DARRYL D. AGLER

N’ N N N’ N’ N N N N

Registrant.

AGREED MOTION TO SUSPEND PROCEEDINGS FOR CIVIL ACTION

Registrant, DARRY D. AGLER, by and through his undersigned counsel and pursuant to
37 C.F.R. § 2.117 and TMBP 510.02(a), hereby requests that proceedings before this Board be
suspended until final determination of a civil action now pending in the United States District
Court for the Northern District of Indiana, and states:

1. On March 27, 2014, Registrant filed a civil action in the United States District
Court for the Northern District of Indiana, Darryl D. Agler v. Westheimer Corporation, Case No.
1:14-cv-99 (the “Complaint”). See Complaint, attached hereto as Exhibit 1.

2. On May 27, 2014, Petitioner, WESTHEIMER CORPORATION, filed its answer
and counterclaims to the Complaint (the “Answer”). See Answer, attached hereto as Exhibit 2.

3. The Answer contains counterclaims and affirmative defenses that rest upon the
allegation that U.S. Reg. No. 3,986,754—the subject of this proceeding before the Board—was
fraudulently obtained. Consequently, Petitioner has requested that the United States District

Court for the North District of Indiana cancel U.S. Reg. No. 3,986,754.

US.54247683.01



4, The outcome of the federal court case, therefore, is likely to have a bearing on the
case before the Board.

5. Registrant has previously moved for the suspension of this proceeding, but such
motion was denied by the Interlocutory Attorney because the allegations in the Complaint did
not overlap with the allegations contained in Petitioner’s Petition for Cancellation. The
Interlocutory Attorney, however, indicated in his ruling that . . . the civil action may ultimately
be shown to have a bearing on this proceeding once the issues therein, including any
counterclaims, have been joined ...”

0. Registrant submits that the Answer contains alle gations and requests for relief that
will likely have a bearing on the case before the Board. |

7. On May 21, 2014, the undersigned spoke with counsel for Petitioner. In that
conversation, counsel for Petitioner expressed his agreement to this Motion.

Accordingly, Registrant respectfully requests that proceedings before this Board be
suspended until final determination of the civil action.

Dated: May 27, 2014 Respectfully submitted,
Faegre Baker Daniels LLP

By:  /Louis T. Perry/

Louis T. Perry

Amie Peele Carter

FAEGRE BAKER DANIELS LLP
300 North Meridian Street

Suite 2700

Indianapolis, Indiana 46239

Tel:  (317)237 1089

Fax: (317)237 1000

Email: louis.perry@faegrebd.com

US.54247683.01



CERTIFICATE OF SERVICE

The undersigned certifies that a copy of the foregoing was sent via U.S. Mail on May 27, 2014
to:

Ronald S. Bienstock

Brent Davis

Bienstock & Michael P.C.

411 Hackensack Avenue
Continental Plaza

7" Floor

Hackensack, New Jersey 07601

/Louis T. Perry/

US.54247683.01
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF INDIANA

FORT WAYNE DIVISION

DARRYL D. AGLER, )
)
Plaintiff, )

) Case No. 1:14-cv-99
V. )
)
WESTHEIMER CORPORATION, )
)
Defendant. )

COMPLAINT
Plaintiff Darryl D. Agler ("Agler"), through his undersigned counsel, and for his
Complaint against Defendant Westheimer Corporation ("Westheimer"), alleges as follows:

Nature of the Action

1. This is an action for trademark infringement, counterfeiting, unfair competition,
and false designation of origin arising under the Lanham Act, 15 U.S.C. § 1051 et seq., and the
statutes and common law of the State of Indiana.

Jurisdiction and Venue

2. Jurisdiction over the parties and subject matter of this action is proper in this
Court pursuant to 15 U.S.C. § 1121 (actions arising under the Lanham Act), 28 U.S.C. § 1331
(actions under the laws of the United States), 28 U.S.C. § 1332(a) (diversity of citizenship
between the parties), and 28 U.S.C. § 1338(a) (actions arising under an Act of Congress relating
to, among other things, trademarks). This Court has supplemental jurisdiction over the claims in
this Complaint that arise under state statutory and common law pursuant to 28 U.S.C. § 1367(a).

3. This Court has personal jurisdiction over Westheimer because Westheimer does

business in the State of Indiana.
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4. Venue is properly founded in this judicial district pursuant to 28 U.S.C. §§
1391(b) and (c) because Agler resides in this District, may be found in this District, and a
substantial part of the events giving rise to the claims in this action occurred within this District.

Parties

5. Agler is an individual residing at 5506 Quail Canyon Circle, Fort Wayne, Indiana
46835 and does business as The Stratotone Guitar Co.

6. Upon information and belief, Westheimer is an entity organized and existing
under the laws of the State of Illinois, with its principal place of business located at 3451 West
Commercial Avenue, Northbrook, Illinois 60062.

Allegations Applicable to All Counts

7. The following factual allegations are set forth for purposes of all legal counts
alleged in this Complaint, infra.

8. Agler custom-manufactures high-quality guitars and sells them across the United
States of America. Each of Agler’s guitars is painstakingly hand-crafted from the wood of a
customer’s choosing and features vintage hardware and pick-ups.

9. Agler currently accepts orders for his guitars on his website at
<stratotoneguitar.com> (the “Site”). A printout of the Site is attached hereto as Exhibit A.

10.  Agler also regularly showcases and sells his guitars at vintage guitar shows across
the nation.

11.  Agler’s guitars generally retail from $1250 and upward.

12.  On March 7, 2006, Agler filed Application Ser. No. 78/831,179 (the ““179
Application”) with the United States Patent and Trademark Office (the “PTO”) for the mark

STRATOTONE (the “STRATOTONE Mark”) pursuant to 15 U.S.C. §1051(b). The
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STRATOTONE Mark was identified in association with “musical instruments, namely, guitars”
in International Class 15. A copy of the ‘179 Application is attached hereto as Exhibit B.

13.  The ‘179 Application matured into U.S. Reg. No. 3,986,754 (‘754 Registration”)
on June 28, 2011. A copy of the ‘754 Registration is attached hereto as Exhibit C.

14.  Since at least as early as January of 2007, Agler’s marketing and promotions in
connection with his guitars have included the STRATOTONE Mark.

15.  Aspictured below, the STRATOTONE Mark also appears on what is commonly

referred to as the “head” of Agler’s guitars.

16. At the National Association of Music Merchants (“NAMM”) show in 2010, Agler
noticed Westheimer selling a mass-produced cheaper version of the same style of guitar under

the STRATOTONE Mark at a much lower price point than Agler’s custom STRATOTONE
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guitars, notwithstanding Agler’s prior exclusive rights in the STRATOTONE Mark. Agler spoke
to Westheimer personnel twice at the NAMM show, notifying them that Westheimer’s products
were infringing the STRATOTONE Mark. Agler was unable to sell any of his guitars at the
2010 NAMM show.

17.  Since that time, Westheimer has flooded the market with lower quality, cheaper
guitars that bear the STRATOTONE Mark. These inferior products retail between $199.00 and
$399.00, and have destroyed the market for Agler’s high-end STRATOTONE guitars.

18.  On December 4, 2012 Westheimer filed Application Ser. No. 85/794,320 (the
320 Application”) for the STRATOTONE Mark for use in association with “guitars” in
International Class 15 pursuant to 15 U.S.C. §1051(a). In the ‘320 Application, Westheimer
represented to the PTO that it had been using the STRATOTONE Mark in commerce since
“00/00/2009” and that the STRATOTONE Mark was currently in use. A copy of the ‘320
Application is attached hereto as Exhibit D.

19; On March 26, 2013, the PTO refused to register the ‘320 Application unless
Westheimer submitted a claim of ownership with respect to Agler’s <754 Registration. A copy
of this refusal is attached hereto Exhibit E.

20.  Westheimer could not provide the PTO with a claim of ownership for the ‘754
Registration because it did not own the ‘754 Registration.

21.  On April 25, 2013, Westheimer filed a petition to cancel the ‘754 Registration
(the “Cancellation Petition”) with the Trademark Trial and Appeal Board. The Cancellation

Petition is currently pending under cancellation proceeding no. 92057116.
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22.  Westheimer is currently using the STRATOTONE Mark in commerce in
association with guitars. A copy of a brochure featuring Westheimer’s unauthorized use of the
STRATOTONE Mark in association with guitars is attached as Exhibit F.

COUNT I: FEDERAL UNFAIR COMPETITION AND FALSE DESIGNATION OF
ORIGIN

(15 U.S.C. § 1125(a))

23.  Agler reincorporates and realleges paragraphs 1 through 22 as though fully set
forth herein.

24.  Westheimer’s use in commerce of the STRATOTONE Mark has caused and will
continue to cause consumers to believe, contrary to fact, that the guitars it provides are
sponsored, licensed and/or otherwise approved by, or are in some way connected to or affiliated
with Agler.

25. Westheimer’s use in commerce of the STRATOTONE Mark already has and
continues to cause mistake, deception, and consumer confusion.

26.  Westheimer’s use of the STRATOTONE Mark is Iikgly to cause initial interest
confusion among the general public.

27. Westheimer had actual and constructive knowledge of Agler’s prior rights in the
STRATOTONE Mark when it began using the STRATOTONE Mark in commerce.

28.  Westheimer had actual and constructive knowledge of the previously-existing
‘179 Application for the STRATOTONE Mark when it began using the STRATOTONE Mark in
commerce.

29.  The foregoing actions of Westheimer constitute unfair competition and false
designation of origin in violation of 15 U.S.C. § 1125(a), and, on information and belief, have

been knowing, intentional, deliberate, willful, malicious, and in disregard of Agler’s rights.
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30.  Westheimer has unfairly profited from the actions alleged.

31. By reason of foregoing knowing, intentional, deliberate, willful, and malicious
actions, Agler has suffered damages in an amount as yet to be ascertained but which continues to
accrue and accumulate.

32. Westheimer’s activities have irreparably harmed and, if not enjoined, will
continue to irreparably harm, the general public who has an interest in being free from confusion,
mistake and deception.

33. By reason of Westheimer’s acts, Agler’s remedy at law is not adequate to
compensate it for injuries inflicted by Westheimer. Accordingly, Agler is entitled to permanent
injunctive relief pursuant to 15 U.S.C. § 1116.

34, By reason of Westheimer’s knowing, intentional, deliberate, willful, and
malicious acts and pursuant to 15 U.S.C. § 1117, Agler is entitled to (i) Westheimer’s profits; (ii)
damages (and to have those damages trebled); and (iii) the costs of this action,

35.  This is an exceptional case making Agler eligible for an award of attorneys’ fees
under 15 U.S.C. § 1117.

COUNT II: FEDERAL TRADEMARK INFRINGEMENT

(15 US.C. § 1114)
36.  Agler reincorporates and realleges paragraphs 1 through 35 as though fully set
forth herein.
37.  Westheimer’s use in commerce of the STRATOTONE Mark already has and
continues to cause mistake, deception, consumer confusion.
38.  Westheimer’s use of the STRATOTONE Mark is likely to cause initial interest

confusion among the general public.



case 1:14-cv-00099 document 1 filed 03/27/14 page 7 of 14

39.  The above-described acts of Westheimer constitute trademark infringement in
violation of 15 U.S.C. § 1114(1), and, on information and belief, have been knowing, intentional,
deliberate, willful, malicious, and intended to cause confu‘sion or mistake, or to deceive, and in
disregard of Agler’s rights.

40.  Westheimer has unfairly profited from the infringing actions alleged.

41, By reason of Westheimer’s knowing, intentional, deliberate, willful, and
malicious acts, Agler has suffered damages in an amount as yet to be ascertained but which
continues to accrue and accumulate.

42, Westheimer’s willful and intentional activities have irreparably harmed and, if not
enjoined, will continue to irreparably harm, Agler.

43, Westheimer’s willful and intentional activities have irreparably harmed and, if not
enjoined, will continue to irreparably harm, the general public who has an interest in being free
from confusion, mistake and deception.

44. By reason of Westheimer’s knowing, intentional, deliberate, willful, and
malicious acts, Agler’s remedy at law is not adequate to compensate him for the injuries inflicted
by Westheimer. Accordingly, Agler is entitled to injunctive relief pursuant to 15 U.S.C. § 1116. |

45, By reason of Westheimer’s knowing, intentional, deliberate, willful, and
malicious acts and pursuant to 15 U.S.C. § 1117, Agler is entitled to (i) Westheimer’s profits; (ii)
damages (and to have those damages trebled); and (iii) the costs of this action.

46.  This is an exceptional case making Agler eligible for an award of attorneys’ fees

under 15 U.S.C. § 1117.
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COUNT III: FEDERAL TRADEMARK COUNTERFEITTING

(15 U.S.C. §1114)

47.  Agler reincorporates and realleges paragraphs 1 through 46 as though fully set
forth herein.

48.  Without authorization, Westheimer used and uses in commerce a spurious
designation identical to the federally registered STRATOTONE Mark in connection with the
sale, offering for sale, distribution, and advertising of guitars, which goods are covered by the
754 Registration.

49.  Westheimer’s unauthorized use of the federally registered STRATOTONE Mark
in connection with guitars has and will continue to cause consumers to believe that Westheimer’s
guitars originate from or are otherwise controlled by Agler and/or that Westheimer has Agler’s
authorization to use the federally registered STRATOTONE Mark in connection with guitars.

50.  Westheimer’s unauthorized use of the federally registered STRATOTONE Mark
in connection with guitars is likely to cause and has caused confusion, mistake, or deception,
including as to the origin, connection or association of Agler with Westheimer’s guitars.

51. Westheimer’s use of the federally registered STRATOTONE Mark in connection
with guitars as described in this Complaint constitutes counterfeiting within the meaning of
Section 32 of the Lanham Act, 15 U.S.C. § 1114.

52. Westheimer’s acts are knowing, intentional, deliberate, willful, and malicious.

53. By reason of the foregoing, Westheimer is liable to Agler for (a) statutory
damages in an amount of up to $2,000,000 for each counterfeited mark, as provided by 15 U.S.C.
§ 1117(c) of the Lanham Act, or, at Agler’s election, an amount representing three (3) times
Westheimer’s illicit profits; and (b) reasonable attorneys’ fees and pre-judgment interest

pursuant to 15 U.S.C. § 1117(b).
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COUNT 1V: COMMON LAW UNFAIR COMPETITION
AND TRADEMARK INFRINGEMENT

54.  Agler reincorporates and realleges paragraphs 1 through 53 as though fully set
forth herein.

55. Westheimer’s use in commerce of the STRATOTONE Mark in connection with
guitars is likely to cause consumer confusion or mistake to deceive as to the source of
Westheimer’s goods.

56.  Westheimer’s conduct constitutes trademark infringement and unfair competition
under the common law of the State of Indiana, entitling Agler to relief.

57.  Westheimer has unfairly profited from the actions alleged herein.

58. By reason of Westheimer’s knowing, intentional, deliberate, willful, and
malicious actions described above, Agler has suffered damages in an amount as yet to be
ascertained but which continues to accrue and accumulate and has suffered irreparable harm.

59. By reason of Westheimer’s knowing, intentional, deliberate, willful, and
malicious acts, Agler’s remedy at law is not adequate to compensate him for the injuries inflicted
by Westheimer. Accordingly, Agler is entitled to permanent injunctive relief.

COUNT V: UNJUST ENRICHMENT

60.  Agler reincorporates and realleges paragraphs 1 through 59 as though fully set
forth herein.

61.  Atthe expense of and detriment to and without the prior express or implied
authorization of Agler, Westheimer has been unjustly enriched through Westheimer’s knowing,

intentional, deliberate, willful, and malicious use of the STRATOTONE Mark.
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62. By reason of Westheimer’s actions described above, Agler has suffered damages
in an amount as yet to be ascertained but which continues to accfue and accumulate and has
suffered irreparable harm.

63. By reason of Westheimer’s acts, Agler’s remedy at law is not adequate to
compensate him for the injuries inflicted by Westheimer. Accordingly, Agler is entitled to
permanent injunctive relief.

COUNT VI: CONVERSION

(Ind. Code § 35-43-4-3)

64.  Agler reincorporates and realleges paragraphs 1 through 63 as though fully set
forth herein.

65. By engaging in the knowing, intentional, deliberate, willful, and malicious actions
described above, Westheimer has exerted unauthorized control over the STRATOTONE Mark
with the intent to deprive Agler of its benefit.

66.  Westheimer has therefore committed conversion as defined under Ind. Code § 35-
43-4-3,

67.  Westheimer’s conversion of the STRATOTONE Mark has proximately caused
Agler to suffer damages in an amount as yet to be ascertained but which continues to accrue and
accumulate and irreparable harm.

68. By reason of Westheimer’s acts, Agler’s remedy at law is not adequate to
compensate him for the injuries inflicted by Westheimer. Accordingly, Agler is entitled to

permanent injunctive relief.

10
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COUNT VII: DECEPTION

(Ind. Code § 35-43-5-3(a)(6))

69.  Agler reincorporates and realleges paragraphs 1 through 68 as though fully set
forth herein.

70. By engaging in the knowing, intentional, deliberate, willful, and malicious actions
described above, Westheimer has disseminated to the public information that Westheimer knows
is false, misleading, or deceptive, with the intent to promote Westheimer’s business and/or
commercial interests.

71.  Westheimer has therefore committed deception under I.C. § 35-43-5-3(a)(6).

72. Westheimer’s deception has proximately caused Agler to suffer damages in an
amount as yet to be ascertained but which continues to accrue and accumulate and irreparable
harm. |

73. By reason of Westheimer’s acts, Agler’s remedy at law is not adequate to
compensate him for the injuries inflicted by Westheimer. Accordingly, Agler is entitled to
permanent injunctive relief.

COUNT VII: INDIANA CRIME VICTIM’S RELIEF ACT

74.  Agler reincorporates and realleges paragraphs 1 through 73 as though fully set
forth herein.

75.  Under the Indiana Crime Victims” Act (I.C. § 35-24-3-1), a person that suffers
pecuniary loss as a result of the violation of I.C. § 35-43 ef seq., may bring a civil action against
the person who caused the loss for treble damages, costs of the action, and reasonable attorneys’

fees.

11
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76. Westheimer has violated Ind. Code. § 35-43 through knowing, intentional,
deliberate, willful, and malicious commission of (i) conversion under Ind. Code § 35-43-4-3 and
(1) deception under Ind. Code. § 35-43-5-3.

77. Agler is the victim of Westheimer’s knowing, intentional, deliberate, willful, and
malicious criminal actions, and, as a result, has suffered actual pecuniary damages in an amount
as yet to be ascertained but which continue to accrue and accumulate.

78.  Agleris accordingly entitled to an award of those actual damages as well as
statutory treble damagés, corrective advertising damages, costs, and reasonable attorneys’ fees.

DEMAND FOR JURY TRIAL

Agler hereby respectfully requests that all issues raised by this Complaint be tried by
jury.

PRAYER FOR RELIEF

WHEREFORE, Darryl D. Agler, by counsel, hereby requests that this Court enter an
order:

(a) enjoining Westheimer from (i) using the STRATOTONE Mark or any other
name, word, mark, or designation confusingly similar to the STRATOTONE Mark in connection
with guitars and similar products; (ii) applying for registration of the STRATOTONE Mark or
any other name, word, mark, or designation confusingly similar to the STRATOTONE Mark in
connection with guitars and similar products; and (iii) continuing to prosecute the 320
Application.

(b)  requiring Westheimer to withdraw that Cancellation Petition with prejudice and

allow the ‘320 Application to expire;

12
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(c) requiring Westheimer to provide an accounting of all gains, profits, savings and
advantages realized by it from the unauthorized use of the STRATOTONE Mark.

(d) requiring Westheimer to surrender any and all merchandise, design, plans, and
marketing materials featuring the STRATOTONE Mark;

(e) awarding Agler all damages (including treble damages), costs, disbursements,
expenses, and attorneys’ fees owed to him pursuant to the Lanham Act and Indiana common and
statutory law by reason of Westheimer’s willful infringement, counterfeiting, and conversion of
the STRATOTONE Mark in connection with guitars; |

() declaring that this is an exceptional case under 15 U.S.C. § 1117 due to
Westheimer’s knowing, intentional, deliberate, willful, and malicious acts of trademark
infringement and counterfeiting and awarding Agler his reasonable attorneys’ fees; and

() all other just and proper relief to which Agler is entitled.

13
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Respectfully submitted,

Dated: March 27,2014 /Louis T. Perry/

Louis T. Perry (#25736-49)

Amie Peele Carter (#19523-29)
FAEGRE BAKER DANIELS LLP
300 North Meridian Street

Suite 2700

Indianapolis, IN 46204

(317) 237-0300

(317) 237-0000 (Fax)
louis.perry@FaegreBD.com
amie.peelecarter@FaegreBD.com

14
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Complaint

EXHIBIT A
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The STRATOTONE Guitar Co. s offering "0ld Sehdol, Hand-Built", neck-through construction
“Stratotone” guitars. Made with Vintage Defrmond Pickups and Vintage Stratolone Hardware, Our
guitars-are hand-bullt inthe USA with-a chunky 1950’s neck profile:and your choice of wood; We can
use Paplar like an original 19&0‘5 Stratotone, Mabogany, Gurly Maple, orany wood of yout chousing.

Contact Us for Pricing]

http://www.stratotoneguitar.com/ 3/27/2014
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Complaint

EXHIBIT B
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Tradeﬂi#rk/’Service Mark Application, Principal Register

Serial Nnmber: 78831179
Filing Date: 03/07/2006

The table below presents the data as entered.

MARK SECTION

MARK Lo | Stratotone

:S’MMDARD CHARACTERS - | YES

-U‘%PTQ GF\HL}\ATIZD iMf\GB R y YES

LITERAL FI‘EMENT " |'Stratotone

.1 The mark consists of standard characters,
* o+ without claim to any particular font, style,

MA‘RK S’fz£'rEM?{Nﬁ~ o
: ' 0 size, or color.

OWNERSECTI()E\ depe e AU
NAME - s | Agler, Darryl D.
S?I}EET” : il : 1910 Spy Run Avenue

cITy:

1 Fort Wayne

STATE B .~ . Indiana

|ZIPPOSTALCODE 146805

COUNTRY © 0 United States

;f’”wﬁ o | - 1 260/804-0424
FAX - S S 260/492-4446

EMAIL o SR © | dagler2@comcast.net

AU??IOR[ZED BEMAIL CGMMUNICATION . Yes
LEGALENTYIYSECIIQN Rt |
.ryms, . |/INDIVIDUAL'

COUNTRY OF c‘i"rvr\mmp T | United States

GOODS AND/OR SERVICES SECT]()N;.; i
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| DESCRIPTION

| Musical Instrument (guitar)

FILING BASIS

. I Section 1(b)
SIGNATURE SECTION
SIG\EATURF : +/darryl agler/
SIGNATORY" NAME i bar,ryi. Agler

Si(J\A TORY' DATb ,

10310772006

aumrom Pos)moxs | ~ | Owner
PAYMENT SECTiON B
NUMBER OF CLASSES 11

NUMBFR OF-CLASSES BAID g

B
%UBTOTALAMOUNT vi 325
F‘TOTALAMOUM | fi 325
-PAYMIZNT METHOD - ice
CORRESPONDENCE SE{:TI{)N e ,
NAME Ead :::_Agler, Darryl D,

“STREET

711910 Spy Run Avenue

Iy

“i Fort Wayne
STATE : Indiana
_awpowm CODE - 146805

~.+ United States

; ”COI}NTRY
LMAIL . 1 dagler2@comecast.net

AUTE 1@&125{) ﬁMA IL C‘OMMU\‘ CA1 I'IONJC

- Yes

FILING II\I‘ORMATI(}N T s
‘www DATE | | Tue Mar 07 15:19:35 EST 2006
" | USPTO/BAS-71127842-200603
R 07151935964648-78831179-2
TEAS STAMP = 1 00laeebealfll Sclbe0fl5e86a
: - 987208-CC-139-20060307150

740730465
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Trademark/Service Mark Application, Principal Register

Serial Number: 78831179
Filing Date: 03/07/2006
To the Commissioner for Trademarks:

MARK: (Standard Characters, see mark)
The mark consists of standard characters, without claim to any particular font, style, size, or color.
The literal elemnent of the mark consists of Stratotone.

The applicant, Darryl D. Agler, a citizen of United States, residing at 1910 Spy Run Avenue, Fort Wayne,
Indiana, United States, 46805, requests registration of the trademark/service mark identified above in the
United States Patent and Trademark Office on the Principal Register established by the Act of July 3, 1946
(15 U.S.C. Section 1051 etseq.), as amended.

Intent to Use: The applicant has a bona fide intention to use or use through the applicant's related company
or licensee the mark in commerce on or in connection with the identified goods and/or services. (15
U.S.C. Section 1051(b)).

International Class _: Musieal Instrument (guitar)

The USPTO is authorized to communicate with the applicant or its representative at the following email
address: dagler2(@comeast.net.

A fee payment in the amount of $325 will be submitted with the application, representing payment for 1
class(es).

Declaration

The undersigned, being hereby warned that willful false statements and the like so made are punishable by
fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements, and
the like, may jeopardize the validity of the application or any resulting registration, declares that he/she is
properly authorized to execute this application on behalf of the applicant; he/she believes the applicant to
be the owner of the trademark/service mark sought to be registered, or, if the application is'being filed
under 15 U.5.C. Section 1051(b), he/she believes applicant to be entitled to use such mark in commerce;
to the best of histher knowledge and belief no other person, firm, corporation, or dssociation has the right
to use the mark in commerce, either in the identical form thereof or in such near.resemblance thereto as to
be likely, when used on or in connection with the goods/services of such other person, to cause confusion,
or to cause mistake, or to deceive; and thatall statements made of his/her own knowledge are true; and
that all statements made on information and belief are believed to be true.
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Signature: /darryl agler/ Date: 03/07/2006
Signatory's Name: Darryl Agler
Signatory's Position: Owner

Mailing Address:
Agler, Darryl D.
1910 Spy Runn Avenue
Fort Wayne, Indiana 46805

RAM Sale Number: 139
RAM Accounting Date: 03/08/2006

Serial Nuomber; 78831179

Internet Transmission Date: Tue Mar 07 15:19:35 EST 2066
TEAS Stamp; USPTO/BAS-71127842-20060307151935964648-
78831179-2001aee6ca2flScibe0f15e86a9872¢
8-CC-139-200603071 50740730465
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Complaint

EXHIBIT C
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nited States of @mer

WUnited SHtates Patent o Trademark Offire C‘?

Stratotone

Reg. No. 3,986,754 AGLER, DARRYL D. (UNITER STATES INDIVIDUAL)
) . L 1910 SPY RUN AVERNUE
Registered June 28, 2011 rorr wAYNE, IN 46805

Int, CL: 18 FOR: MUSICAL INSTRUMENTS, NAMELY, GUITARS, IN CLASS 15 (U.S. CLS. 2, 21 AND
36).

TRADEMARK FIRST USE 1-0-2010; IN COMMERCE 1-0-2010,

PRINCIPAL REGISTER THE MARK CONSISTS OF STANDARID CHARACTERS WITHOUT CLAIM TO ANY PAR-

TICULAR FONT, STYLE, SIZE, OR COLOR.
SN 78-831,179, FILED 3-7.2006,

BILL DAWE, EXAMINING ATTORNEY

Lieestor ol the Linitet States Faieos at Trebemar Oftine
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Complaint

EXHIBIT D
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Trademark/Service Mark Application, Principal Register

Serial Number: 85794320
Filing Date: 12/04/2012

The table below presents the data as entered.

SERIAL NUMBER 85794320

MARK INFORMATION s

*MARK ‘ ‘ MQ&E

STANDARD CHARACTERS lvEs

USPI()«GENERA“IED umcn | YES |

LITERAL ELEMENT | STRATOTONE
- o - o The mark consists of standard characters,

MARK STATEMENT - -1 'without claim to any particular font, style,
' ’ Asize, or polor‘

REGISTER ~ | Principal :

APPLICANT mmmmmm R

*OWNER OF MARK | Westheimer Corporation

*STREET o 34‘51 Wesﬁ Commercial Avenue |

Ty No:’thbréo:k

*STATE | Hlinois

(Required?fﬂr U.S: applieants) '

1 United. States

“COUNTRY
Fogutres K%(;Oginum oy |60062
|LEGAL EN mymmmxmncm |
TYPE | N corporation
STATE/COUNTRY OF lNCORI’ORATlON | linois
GQQDS AND/OR bERVlCES AND BASIE INT ORMATI()N ’
INTERNA' TIONAL CLASS 1015
 SIDENTIFICATION Guitars
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FILING BASIS

| SECTION 1(a)

FIRST USE ANYWHERE DATE.

| At leastas early as 00/00/2009

FIRST USE IN COMMERCE DATE -

| At least as early as 00/00/2009

SPECIMEN
CFILE NAMES) -

|\ TICRS\EXPORTIGIMAGEQOUT

164857:943185794320\xmll} APP0003.JPG

,Si’ECIMEN DESCRIPTION

| The specimen consists of a photographic

image of Applicant's goods.

ATTORNEY INFORMATION
ENAMD | Ronald S. Bienstock
S:,'z;REB% s 'I—Iackex;sask Ave,
oy v | Hackensack

STATE | .i New Jersey

| COUNTRY United States
vlmpf?owm ‘CODE 07601

OTHER APPOINTED ATTORNEY. | Tiffany Rex

LORRLSPONDENCI:, INF ﬂm\fiArmN; e

NAME

| Ronald S. Bienstock

' SlGNAT“URE

S_fR’EET g 411 Hackensack Ave.
CfT.Y .| Hackensack
STATE : | New Jersey
(LOUN I‘RY : Um’ted States
A?’IP/POSTALC(}DF : '_ 07601
'FEE INFORMATION

NUMBER OF CLASSES 1

| FEE PER CLASS 1328

*TOTAL FEE DUE 1325

- E‘()’I‘AL FI:,L PAID ) 1325

SIG NATURE INPOR\'IA’I iO\‘

| fthesuit/

| SIGNATORY'S NAME

! Ronald S. Bienstock

S1IGNATORY'S POSITION

Attorney of Record, NI BAR
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 DATE SIGNED S 10042012
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Trademark/Service Mark Application, Principal Register

Serial Number: 85794320
Filing Date: 12/04/2012

To the Commissioner for Trademarks:

MARK: STRATOTONE (Standard Characters, see mark)
The literal element of the mark consists of STRATOTONE.
The mark consists of standard characters, without claim to any particular font, style, size; or color.

The applicant, Westheimer Corporation, a corporation of Ilinois, having an address of
3451 West Commercial Avemue
Northbrook, [}nois 60662
United States

requests registration of the trademark/service mark identified above in the United States Patent and:
Trademark Office on the Principal Register-established by the Act of July 5, 1946 (15 U.S.C. Section 1051
et seq.), as amended, for the following:

International Class 815; Guitars

In International Class 015, the mark was first used by the applicant or the applicant's related company or
licensee or predecessor in interest at least as early as 00/00/2009, and first used in commerce at least as
early as 00/00/2009, and is now in use in such commerce. The applicant is submitting one(or more)
specimen(s) showing the mark as used in commerce on or in connection with any item in the class of
listed goods and/or services, consisting of a(n) The specimen consists of a photographic image of
Applicant's goods..

Specimen Filel

The applicant's current Attorney Information:
Ronald S. Bienstock and Tiffany Rex
411 Hackensack Ave.

Hackensack, New Jersey 07601
United States

The applicant's current Correspondence Information:
Ronald S. Bienstock
411 Hackensack Ave.
Hackensack, New Jersey 07601

A fee payment in the amount of $325 has been submitted with the application, representing payment for 1
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class(es}.
Dieclaration

The undersigned, being hereby wamed that willful false statements and the like so made are punishable by
fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements, and
the like, may jeopardize the validity of the application or any resulting registration, declares that he/she is
properly authorized to execute this application on behalf of the applicant; he/she believes the applicant to
be the owner of the trademark/service mark sought to be registered, or, if the application is being filed
under 15 U.S.C. Section 1051(b), he/she believes applicant to be entitled to use such mark in commerce;
to the best of his/her knowledge and belief no other person, firm, corporation, or association has the right
to use the mark in commerce, either in the identical form thereof or i such near resemblance thereto as 1o
be fikely, when used on or in connection with the goods/services of such other person, to cause confusion,
or to cause mistake, or to deceive; and that all statements made of his/her own knowledge are true; and
that all statements made on information and belief are believed to be true.

Declaration Signature

Signature: /thesuit/ Date: 12/04/2012
Signatory's Name: Ronald S, Bienstock
Signatory's Position: Attorney of Record, NI BAR
RAM Sale Number: 3328

RAM Accounting Date: 12/05/2012

Serial Number; 85794320

Internet Transmission Date: Tue Dec 04 16:08:02 EST 2012
TEAS Stamp: USPTO/BAS-209.178.195.122-20121204160802
030313-85794320-490c4845df9217565¢6228¢1

542171 50ab-CC-3328-20121204155142045648
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Complaint

EXHIBIT E
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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

U.S, APPLICATION SERIAL NO. 85794320

MARK: STRATOTONE

*85794320*
CORRESPONDENT ADDRESS:

RONALD S, BIENSTOCK CLICK HERE TO RESPOND TO THIS LETTER

411 HACKENSACK AVE httpi/fwww,uspto.gov/trademarks/teas/response forms.jsp

HACKENSACK, NJ 07601-6328

APPLICANT: Westheimer Corporation
CORRESPONDENT’S REFERENCE/DOCKET NO :

N/A
CORRESPONDENT E-MAIL ADDRESS:

OFFICE ACTION

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO
MUST RECEIVE APPLICANT’S COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS
OF THE ISSUE/MAILING DATE BELOW,

ISSUE/MAILING DATE:

The referenced application has been reviewed by the assigned trademark examining attorney. Applicant
must regpond timely and completely to the issne(s) below. 15 U.S.C. §1062(b}; 37 C.F.R. §§2.62(a),
2.65(a); TMEP §§711, 718.03.

The trademark examining attorney has searched the Office’s database of registered and pending marks
and has found no conflicting marks that would bar registration under Trademark Act Section 2(d). TMEP
§704.02; see 15U.8.C. §1052(d).

The applicant, however, must respond to the following additional requirement(s).

Applicant is encouraged to telephone the assigned trademark examining attorney to resolve the issues
raised in this Office action.
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Ownership of Prior Registration )

An assignment is of record for Registration No. 3986754, therefore, applicant must submit for the
application record a claim of ownership of this registration. See-37 C.F.R. §2.36; TMEP §812. See the
attached copy of the registration. See TMEP §812.

Applicant may use the following format to ¢laim ownership of the registration:

Applicant is the owner of U.S, Registration No. 3986754,

If applicant has questions about its application or needs assistance in responding to this Office action,
please telephone the assigned trademark examining attorney directly at the number below.

/Regina C. Hines, Esq./
Regina.Hines@uspto.gov
Trademarks LO 114
571-272-9451
571-273-9451

TO RESPOND TO THIS LETTER: Go to hitp://www.uspto.gov/trademarks/teas/response _forms.isp. Please
wait 48-72 hours from the issne/mailing date before using the Trademark Electronic Application System
(TEAS), to allow for necessary system updates of the application. For fechnical assistance with online
forms, e-mail TEAS@uspto.gov. For questions about the Office action itself, please contact the assigned
trademark examining attorney. E-mail communications will not be accepted as responses to Office
actions; therefore, do not respond to this Office action by e-mail,

All informal e-mail communications relevant to this application will be placed in the official
application record. '

WHO MUST SIGN THE RESPONSE: It must be personally signed by an individual applicant or
someone with legal authority to bind an applicant (i.e.,a corporate officer, a general partner, all joint
applicants). If an applicant is represented by an attorney, the attorney must sign the response.

PERIODICALLY CHECK THE STATUS OF THE APPLICATION: To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using the Trademark Statas and Document Retrieval (TSDR) system at-http:/tsdr.uspto.gov/. Please keep
a copy of the TSDR status screen. If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-
9199. For more information on checking status, see hitp://www.uspto.gov/trademarks/process/status/.
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TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS: Use the TEAS form at
hitp./Awww aspto.coviirademarks/teas/correspondence. isp.
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Print: Mar 28, 2013

DESIGN MARK

Serial Number
788311739

Status
REGISTERED

Word Mark
STRATOTONE

Standard Character Mark

Yes

Registration Number
3586754

Date Registered
2011/06/28

Type of Mark
TRADEMARK

Register
PRINCIPAL

fark Drawing Code
(4] STANDARD CHARACTER MARK

Owtier

document 1-5 filed 03/27/14 p'age 50f6

78831179

Agler, Darryl D. INDIVIDUAL UNITED STATES 1910 Spy Run Avenue Fort

Wayrie INDIANA 46805

Goods/Services

Class Status -- ACTIVE. IC€ 018, Ud 002 021 036. G & 3: Musical

Ingtruments, namely, gultars.
Commaerce: 2010/01/00.

Filing Date
2006/03/07

Examining Atforney
DAWE, BILL

Attorney of Record
Gregory 9. Cooper

First User 2010/01/70CG. First Use In

-
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Complaint

EXHIBIT F
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\,

H49 “Jﬁpﬁﬁywﬁﬁ*&tﬂtﬁﬂﬁ i

BODY: Spruce Top/ Maple
NECK: Maple : .
FINGERBOARD: Rosewood
PICKUP: Harmony Gold Foil
CONT RO 1.8 2 Volume, 2 Tone , 1 Blend, 3-Way | Selector
BRIDGE: Floating Adjustable Wood
FRETS & SCALE: QOE, 24 1/g
MACHINE HEAD: Kluson Tuners
HARDWARE: Chrome

COLOR: Natural

TO ORDER:
Westheimer Corporation ‘
3451 Commiercial Ave, Noithbrook, IL60062-1818 | 847.498.9850 [ aalesﬁwesthezmercorp cotm.
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF INDIANA

FORT WAYNE DIVISION

DARRYL D. AGLER, )
)

Plaintiff, ) ‘

) Case No. 1:14-cv-99

v. )
)
WESTHEIMER CORPORATION, )
)
Defendant. )

ANSWER AND COUNTERCLAIMS

Defendant, Westheimer Corporation, by counsel, and for its Answer to plaintiff’s
Complaint alleges and states as follows:
Nature of the Action

1. This is an action for trademark infringement, counterfeiting, unfair competition, and
false designation of origin arising under the Lanham Act, 15 U.S.C. § 1051 et seq., and the
statutes and common law of the State of Indiana.

ANSWER: Defendant admits that Plaintiff has brought this action for trademark
infringement, counterfeiting, unfair competition and false designation of origin under the Lanham
Act, 15 U.S.C. sec 1051 et seq., and the statutes and common law of the State of Indiana.

Jurisdiction and Venue

2. Jurisdiction over the parties and subject matter of this action is proper in this
Court pursuant to 15 U.S.C. § 1121 (actions arising under the Lanham Act), 28 U.S.C. § 1331
(actions under the laws of the United States), 28 U.S.C. § 1332(a) (diversity of citizenship
between the parties), and 28 U.S.C. § 1338(a) (actions arising under an Act of Congress relating
to, among other things, tfademarks). This Court has supplemental jurisdiction over the claims in

this Complaint that arise under state statutory and common law pursuant to 28 U.S.C. § 1367(a).
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ANSWER: Paragraph 2 contains statements of law to which no response is required. To

the extent that Paragraph 2 contains assertions of fact, Defendant admits that this Court has
subject matter jurisdiction of the Lanham Act claims contained in the Complaint and
supplemental jurisdiction over the state law claims. Defendant denies that this Court has
jurisdiction under 28 U.S.C. sec 1332(a).

3. This Court has personal jurisdiction over Westheimer because Westheimer does
business in the State of Indiana.

ANSWER: Defendant admits the allegations contained in Paragraph 3 of the Complaint.

4. Venue is properly founded in this judicial district pursuant to 28 U.S.C. §§

1391(b) and (c) because Agler resides in this District, may be found in this District, and a
substantial part of the events giving rise to the claims in this action occurred within this District.

ANSWER: Defendant is presently without knowledge or information sufficient to form a
belief as to the allegations contained in paragraph 4 of the Complaint, and on that basis denies the
same.

Parties
5. Agler is an individual residing at 5506 Quail Canyon Circle, Fort Wayne, Indiana
46835 and does business as The Stratotone Guitar Co.

ANSWER: Defendant is presently without knowledge or information sufficient to form a
belief as to the allegations contained in paragraph 5 of the Complaint, and on that basis denies the
same.

6. Upon information and belief, Westheimer is an entity organized and existing under
the laws of the State of Illinois, with its principal place of bﬁsiness located at 3451 West

Commercial Avenue, Northbrook, Illinois 60062.

ANSWER: Defendant admits the allegations contained in Paragraph 6 of the Complaint.
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Allegations Applicable to All Counts

7. The following factual allegations are set forth for purposes of all legal counts
alleged in this Complaint, infra.

ANSWER: Paragraph 7 contains statements of law to which no response is required.

8. Agler custom-manufactures high-quality guitars and sells them across the United
States of America. Each of Agler’s guitars is painstakingly hand-crafted from the wood of a
customer’s choosing and features vintage hardware and pick-ups.

ANSWER: Defendant denies the allegations contained in Paragraph 8 of the Complaint.

9. Agler currently accepts orders for his guitars on his website at
<stratotoneguitar.com> (the “Site”). A printout of the Site is attached hereto as Exhibit A,

ANSWER: Defendant is presently without knowledge or information sufficient to form a
belief as to the allegations contained in paragraph 9 of the Complaint, and on that basis denies the
same.

10.  Agler also regularly showcases and sells his guitars at vintage guitar shows across
the nation.

ANSWER: Defendant is presently without knowledge or information sufficient to form a
belief as to the allegations contained in paragraph 10 of the Complaint, and on that basis denies
the same.

11.  Agler’s guitars generally retail from $1250 and upward.

ANSWER: Defendant is presently without knowledge or information sufficient to form a
belief as to the allegations contained in paragraph 11 of the Complaint, and on that basis denies
the same.

12. On March 7, 2006, Agler filed Application Ser. No. 78/831,179 (the “*179

Application”) with the United States Patent and Trademark Office (the “PTO”) for the mark
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STRATOTONE (the “STRATOTONE Mark”) pursuant to 15 U.S.C. §1051(b). The

STRATOTONE Mark was identified in association with “musical instruments, namely, guitars”

in International Class 15. A copy of the ‘179 Application is attached hereto as Exhibit B.

ANSWER: Defendant admits the allegations contained in Paragraph 12 of the Complaint.

13.  The ‘179 Application matured into U.S. Reg. No. 3,986,754 (**754 Registration”)
on June 28, 2011. A copy of the ‘754 Registration is attached hereto as Exhibit C.

ANSWER: Defendant denies the allegations contained in Paragraph 13 of the Complaint.

14.  Since at least as early as January of 2007, Agler’s marketing and promotions in
connection with his guitars have included the STRATOTONE Mark.

ANSWER: Defendant is presently without knowledge or information sufficient to form a
belief as to the allegations contained in paragraph 14 of the Complaint, and on that basis denies
the same.

15, As pictured below, the STRATOTONE Mark also appears on what is commonly
referred to as the “head” of Agler’s guitars.

ANSWER: Defendant denies that the headstock of a guitar is commonly referred to as the

“head.” Defendant is presently without knowledge or information sufficient to form a belief as to
the remaining allegations contained in paragraph 15 of the Complaint, and on that basis denies the

same.
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16. At the National Association of Music Merchants (“NAMM”) show in 2010, Agler
noticed Westheimer selling a mass-produced cheaper version of the same style of guitar under

the STRATOTONE Mark at a much lower price point than Agler’s custom STRATOTONE

guitars, notwithstanding Agler’s prior exclusive rights in the STRATOTONE Mark. Agler spoke
to Westheimer personnel twice at the NAMM show, notifying them that Westheimer’s products
were infringing the STRATOTONE Mark. Agler was unable to sell any of his guitars at the
2010 NAMM show.

ANSWER: Defendant is presently without knowledge or information sufficient to form a
belief as to the allegations contained in paragraph 16 of the Complaint, and on that basis denies
the same.

17.  Since that time, Westheimer has flooded the market with lower quality, cheaper

guitars that bear the STRATOTONE Mark. These inferior products retail between $199.00 and

5
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$399.00, and have destroyed the market for Agler’s high-end STRATOTONE guitars.

ANSWER: Defendant denies the allegations contained in Paragraph 17 of the Complaint.

18.  On December 4, 2012 Westheimer filed Application Ser. No. 85/794,320 (the
“320 Application”) for the STRATOTONE Mark for use in association with “guitars” in
International Class 15 pursuant to 15 U.S.C. §1051(a). In the ‘320 Application, Westheimer
represented to the PTO that it had been using the STRATOTONE Mark in commerce since
“00/00/2009” and that the STRATOTONE Mark was currently in use. A copy of the ‘320
Application is attached hereto as Exhibit D.

ANSWER: Defendant admits the allegations contained in Paragraph 18 of the Complaint.

19.  On March 26, 2013, the PTO refused to register the ‘320 Application unless
Westheimer submitted a claim of ownership with respect to Agler’s ‘754 Registration. A éopy of
this refusal is attached hereto Exhibit E.

ANSWER: Defendant denies the allegations contained in Paragraph 19 of the Complaint.
Defendant further avers that Exhibit E of the Complaint is a non-final office action issued by the

USPTO, not a final refusal.

20.  Westheimer could not provide the PTO with a claim of ownership for the ‘754
Registration because it did not own the ‘754 Registration.

ANSWER: Defendant admits that it did not own the fraudulently obtained ‘754
Registration..

21. On April 25,2013, Westheimer filed a petition to cancel the ‘754 Registration (the
“Cancellation Petition”) with the Trademark Trial and Appeal Board. The Cancellation Petition
is currently pending under cancellation proceeding no. 92057116.

ANSWER: Defendant admits the allegations contained in Paragraph 21 of the Complaint.

22, Westheimer is currently using the STRATOTONE Mark in commerce in

association with guitars. A copy of a brochure featuring Westheimer’s unauthorized use of the

6
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STRATOTONE Mark in association with guitars is attached as Exhibit F.

ANSWER:  Defendant admits that it is rightfully using the STRATOTONE Mark in
commerce in association with guitars as its predecessors-in-interest have used the
STRATOTONE Mark since in or around 1952.

COUNT I: FEDERATL, UNFAIR COMPETITION
AND FALSE DESIGNATION OF ORIGIN

(15 U.S.C. § 1125(a))
23. Agler reincorporates and realleges paragraphs 1 through 22 as though fully set

forth herein.

ANSWER: Defendant repeats and re-alleges its prior responses as if fully set forth at
length.

24, Westheimer’s use in commerce of the STRATOTONE Mark has caused and will
continue to cause consumers to believe, contrary to fact, that the guitars it provides are sponsored,
licensed and/or otherwise approved by, or are in some way connected to or affiliated with Agler.

ANSWER: Defendant denies the allegations contained in Paragraph 24 of the Complaint.

25. Westheimer’s use in commerce of the STRATOTONE Mark already has and

continues to cause mistake, deception, and consumer confusion.
ANSWER: Defendant denies the allegations contained in Paragraph 25 of the Complaint.
26. Westheimer’s use of the STRATOTONE Mark is likely to cause initial interest
confusion among the general public.
ANSWER: Defendant denies the allegations contained in Paragraph 26 of the Complaint.
27. Westheimer had actual and constructive knowledge of Agler’s prior rights in the
STRATOTONE Mark when it began using the STRATOTONE Mark in commerce.
ANSWER: Defendant denies the allegations contained in Paragraph 27 of the Complaint.
28. Westheimer had actual and constructive knowledge of the previously-existing

‘179 Application for the STRATOTONE Mark when it began using the STRATOTONE Mark in
7
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commerce.

ANSWER: Defendant denies the allegations contained in Paragraph 28 of the Complaint.

29. The foregoing actions of Westheimer constitute unfair competition and false
designation of origin in violation of 15 U.S.C. § 1125(a), and, on information and belief, have been
knowing, intentional, deliberate, willful, malicious, and in disregard of Agler’s rights.

ANSWER: Defendant denies the allegations contained in Paragraph 29 of the Complaint.

30. Westheimer has unfairly profited from the actions alleged.

ANSWER: Defendant denies the allegations contained in Paragraph 30 of the Complaint.

31. By reason of foregoing knowing, intentional, deliberate, willful, and malicious
actions, Agler has suffered damages in an amount as yet to be ascertained‘ but which continues to
accrue and accumulate.

ANSWER: Defendant denies the allegations contained in Paragraph 31 of the Complaint.

32. Westheimer’s activities have irreparably harmed and, if not enjoined, will continue
to irreparably harm, the general public who has an interest in being free from confusion, mistake
and deception.

ANSWER: Defendant denies the allegations contained in Paragraph 32 of the Complaint.

33. By reason of Westheimer’s acts, Agler’s remedy at law is not adequate to
compensate it for injuries inflicted by Westheimer. Accordingly, Agler is entitled to permanent
injunctive relief pursuant to 15 U.S.C. § 1116,

ANSWER: Defendant denies the allegations contained in Paragraph 33 of the Complaint.

34, By reason of Westheimer’s knowing, intentional, deliberate, willful, and
malicious acts and pursuant to 15 U.S.C. § 1117, Agler is entitled to (i) Westheimer’s profits; (i)
damages (and to have those damages trebled); and (iii) the costs of this action.

ANSWER: Defendant denies the allegations contained in Paragraph 34 of the Complaint.
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35. This is an exceptional case making Agler eligible for an award of attorneys’ fees

under 15 U.S.C. § 1117.

ANSWER: Defendant denies the allegations contained in Paragraph 35 of the Complaint.

COUNT II: FEDERAL TRADEMARK INFRINGEMENT
(15 U.S.C. § 1114)

36. Agler reincorporates and realleges paragraphs 1 through 35 as though fully set
forth herein.

ANSWER: Defendant repeats and re-alleges its prior responses as if fully set forth at
length.

37. Westheimer’s use in commerce of the STRATOTONE Mark already has and
continues to cause mi»stake, deception, consumer confusion.

ANSWER: Defendant denies the allegations contained in Paragraph 37 of the Complaint.

38. Westheimer’s use of the STRATOTONE Mark is likely to cause initial interest
confusion among the general public.

ANSWER: Defendant denies the allegations contained in Paragraph 38 of the Complaint.

39. The above-described acts of Westheimer constitute trademark infringement in
violation of 15 U.S.C. § 1114(1), and, on information and belief, have been knowing, intentional,
deliberate, willful, malicious, and intended to cause confusion or mistake, or to deceive, and in
disregard of Agler’s rights.

ANSWER: Defendant denies the allegations contained in Paragraph 39 of the Complaint.

40. Westheimer has unfairly profited from the infringing actions alleged.

ANSWER: Defendant denies the allegations contained in Paragraph 40 of the Complaint.

41. By reason of Westheimer’s knowing, intentional, deliberate, willful, and malicious
acts, Agler has suffered damages in an amount as yet to be ascertained but which continues to

accrue-and accumulate,
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ANSWER: Defendant denies the allegations contained in Paragraph 41 of the Complaint.

42. Westheimer’s willful and intentional activities have irreparably harmed and, if not
enjoined, will continue to irreparably harm, Agler.
ANSWER: Defendant denies the allegations contained in Paragraph 24 of the Complaint.
43. Westheimer’s willful and intentional activities have irreparably harmed and, if not
enjoined, will continue to irreparably harm, the general public who has an interest in being free
from confusion, mistake and deception.
ANSWER: Defendant denie§ the allegations contained in Paragraph 43 of the Complaint.
44, By reason of Westheimer’s knowing, intentional, deliberate, willful, and
malicious acts, Agler’s remedy at law is not adequate to compensate him for the injuries inflicted
by Westheimer. Accordingly, Agler is entitled to injunctive relief pursuant to 15 U.S.C, § 1116.
ANSWER: Defendant denies the allegations contained in Paragraph 44 of the Complaint.
45, By reason of Westheimer’s knowing, intentional, deliberate, willful, and
malicious acts and pursuant to 15 U.S.C. § 1117, Agler is entitled to (1) Westheimer’s profits; (ii)
damages (and to have those damages trebled); and (iii) the costs of this action.

ANSWER: Defendant denies the allegations contained in Paragraph 45 of the Complaint.

46. This is an exceptional case making Agler eligible for an award of attorneys’ fees
under 15 U.S.C. § 1117.
ANSWER: Defendant denies the allegations contained in Paragraph 46 of the Complaint.
COUNT I11: FEDERAL TRADEMARK COUNTERFEITTING
(15U.8.C. §1114)
47. Agler reincorporates and realleges paragraphs | through 46 as though fully set

forth herein.

ANSWER: Defendant repeats and re-alleges its prior responses as if fully set forth at

length.
10
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48. Without authorization, Westheimer used and uses in commerce a spurious

designation identical to the federally registered STRATOTONE Mark in connection with the sale,
offering for sale, distribution, and advertising of guitars, which goods are covered by the ‘754
Registration. |
ANSWER: Defendant denies the allegations contained in Paragraph 48 of the Complaint.
49, Westheimer’s unauthorized use of the federally registered STRATOTONE Mark
in connection with guitars has and will continue to cause consumers to believe that Westheimer’s
guitars originate from or are otherwise controlled by Agler and/or that Westheimer has Agler’s
authorization to use the federally registered STRATOTONE Mark in connection with guitars.
ANSWER: Defendant denies the allegations contained in Paragraph 49 of the Complaint.
50. Westheimer’s unauthorized use of the federally registered STRATOTONE Mark
in connection with guitars is likely to cause and has caused confusion, mistake, or deception,
including as to the origin, connection or association of Agler with Westheimer’s guitars.
ANSWER: Defendant denies the allegations contained in Paragraph 50 of the Complaint.
51. Westheimer’s use of the federally registere‘d STRATOTONE Mark in connection
with guitars as described in this Complaint constitutes counterfeiting within the meaning of
Section 32 of the Lanham Act, 15 U.S.C. § 1114,
ANSWER: Defendant denies the allegations contained in Paragraph 51 of the Complaint.
52. Westheimer’s acts are knowing, intentional, deliberate, willful, and malicious.
ANSWER: Defendant denies the allegations contained in Paragraph 52 of the Complaint.
53. By reason of the foregoing, Westheimer is liable to Agler for (a) statutory damages
in an amount of up to $2,000,000 for each counterfeited mark, as provided by 15 U.S.C. § 1117(c)
of the Lanham Act, or, at Agler’s election, an amount representing three (3) times Westheimer’s

illicit profits; and (b) reasonable attorneys’ fees and pre-judgment interest pursuant to 15 U.S.C.

§117(b).

11
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ANSWER: Defendant denies the allegations contained in Paragraph 53 of the Complaint.

COUNT 1V;: COMMON LAW UNFAIR COMPETITION
AND TRADEMARK INFRINGEMENT

54. Agler reincorporates and realleges paragraphs 1 through 53 as though fully set
forth herein.

ANSWER: Defendant repeats and re-alleges its prior responses as if fully set forth at
length.

55. Westheimer’s use in commerce of the STRATOTONE Mark in connection with
guitars is likely to cause consumer confusion or mistake to deceive as to the source of
Westheimer’s goods.

ANSWER: Defendant denies the allegations contained in Paragraph 55 of the Complaint.

56. Westheimer’s conduct constituteé trademark infringement and unfair competition
under the common law of the State of Indiana, entitling Agler to relief.

ANSWER: Defendant denies the allegations contained in Paragraph 56 of the Complaint.

57. Westheimer has unfairly profited from the actions alleged herein.

ANSWER: Defendant denies the allegations contained in Paragraph 57 of the Complaint.

58. By reason of Westheimer’s knoWing, intentional, deliberate, willful, and malicious
actions described above, Agler has suffered damages in an amount as yet to be ascertained but
which continues to accrue and accumulate and has suffered irreparable harm.

ANSWER: Defendant denies the allegations contained in Paragraph 58 of the Complaint.

59. By reason of Westheimer’s knowing, intentional, deliberate, willful, and
malicious acts, Agler’s remedy at law is not adequate to compensate him for the injuries inflicted
by Westheimer. Accordingly, Agler is entitled to permanent injunctive relief.

ANSWER: Defendant denies the allegations contained in Paragraph 59 of the Complaint.

12
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COUNT V: UNJUST ENRICHMENT

60. Agler reincorporates and realleges paragraphs | through 59 as though fully set
forth herein.

ANSWER: Defendant repeats and re-alleges its prior responses as it fully set forth at
length.

61. At the expense of and detriment to and without the prior express or implied
authorization of Agler, Westheimer has been unjustly enriched through Westheimer’s knowing,
intentional, deliberate, willful, and malicious use of the STRATOTONE Mark.

ANSWER: Defendant denies the allegations contained in Paragraph 61 of the Complaint.

62. By reason of Westheimer’s actions described above, Agler has suffered damages
in an amount as yet to be ascertained but which continues to accrue and accumulate and has
suffered irreparable harm. |

ANSWER: Defendant denies the allegations contained in Paragraph 62 of the Complaint.

63. By reason of Westheimer’s acts, Agler’s remedy at law is not adequate to
compensate him for the injuries inflicted by Westheimer. Accordingly, Agler is entitled to
permanent injunctive relief.

ANSWER: Defendant denies the allegations contained in Paragraph 63 of the Complaint.

COUNT VI: CONVERSION

(Ind. Code § 35-43-4-3)
64. Agler reincorporates and realleges paragraphs 1 through 63 as though fully set

forth herein.

ANSWER: Defendant repeats and re-alleges its prior response as it fully set forth at

length.

65. By engaging in the knowing, intentional, deliberate, willful, and malicious actions

described above, Westheimer has exerted unauthorized control over the STRATOTONE Mark

13
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with the intent to deprive Agler of its benefit.

ANSWER: Defendant denies the allegations contained in Paragraph 65 of the Complaint.

66. Westheimer has therefore committed conversion as defined under Ind. Code § 35-
43-4-3.

ANSWER: Defendant denies the allegations contained in Paragraph 66 of the Complaint.

67. Westheimer’s conversion of the STRATOTONE Mark has proximately caused
Agler to suffer damages in an amount as yet to be ascertained but which continues to accrue and
accumulate and irreparable hafm.

ANSWER: Defendant denies the allegations contained in Paragraph 67 of the Complaint.

68. By reason of Westheimer’s acts, Agletr’s remedy at law is not adequate to
compensate him for the injuries inflicted by Westheimer. Accordingly, Agler.is entitled to
permanent injunctive relief.

ANSWER: Defendant denies the allegations contained in Paragraph 68 of the Complaint.

OUNT VII: DE TION
(Ind. Code § 35-43-5-3(a)(6))

69. Agler reincorporates and realleges paragraphs 1 through 68 as though fully set
fofth herein,

ANSWER: Defendant repeats and re-alleges its prior responses as if fully set forth at
length.

70. By engaging in the knowing, intentional, deliberate, willful, and malicious actions
described above, Westheimer has disseminated to the public information that Westheimer knows is
false, misleading, or deceptive, with the intent to promote Westheimer’s business and/or

commercial interests.

ANSWER: Defendant denies the allegations contained in Paragraph 70 of the Complaint.

14
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71. Westheimer has therefore committed deception under I.C. § 35-43-5-3(a)(6).

ANSWER: Defendant denies the allegations contained in Paragraph 71 of the Complaint.

72. Westheimer’s deception has proximately caused Agler to suffer damages in an
amount as yet to be ascertained but which continues to accrue and accumulate and irreparable
harm.

ANSWER: Defendant denies the allegations contained in Paragraph 72 of the Complaint.

73. By reason of Westheimer’s acts, Agler’s remedy at law is not adequate to
compensate him for the injuries inflicted by Westheimer. Accordingly, Agler is entitled to
permanent injunctive relief.

ANSWER: Defendant denies the allegations contained in Paragraph 73 of the Complaint.

COUNT VIII: INDIANA CRIME VICTIM’S RELIEF ACT

74. Agler reincorporates and realleges paragraphs 1 through 73 as though fully set
forth herein.

ANSWER; Defendant repeats and re-alleges its prior responses as if fully set forth at
length.

75. Under the Indiana Crime Victims’ Act (I.C. § 35-24-3-1), a person that suffers
pecuniary loss as a result of the violation of 1.C. § 35-43 ef seq., may bring a civil action against
the person who caused the loss for treble damages, costs of the action, and reasonable attorneys’
fees.

ANSWER: Defendant denies the allegations contained in Paragraph 75 of the Complaint.

76. Westheimer has violated Ind. Code. § 35-43 through knowing, intentional,
deliberate, willful, and malicious commission of (i) conversion under Ind. Code § 35-43-4-3 and
(i) deception under Ind. Code. § 35-43-5-3.

ANSWER: Defendant denies the allegations contained in Paragraph 76 of the Complaint.

15
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77. Agler is the victim of Westheimer’s knowing, intentional, deliberate, willful, and

malicious criminal actions, and, as a result, has suffered actual pecuniary damages in an amount as
yet to be ascertained but which continue to accrue and accumulate.
ANSWER: Defendant denies the allegations contained in Paragraph 77 of the Corhplaint.
78. Agler is accordingly entitled to an award of those actual damages as well as
statutory treble damages, corrective advertising damages, costs, and reasonable attorneys’ fees.
ANSWER: Defendant denies the allegations contained in Paragraph 78 of the Complaint.

FIRST AFFIRMATIVE DEFENSE
(Failure to State a Claim)

79.  The Complaint, or one or more counts set forth therein, fails to state a claim upon
which relief can be granted.
SECOND AFFIRMATIVE DEFENSE
(Invalidity of Trademark)
80.  Agler’s asserted trademark registration for the STRATOTONE Mark is invalid, or
otherwise unenforceable.

THIRD AFFIRMATIVE DEFENSE
(Trademark Misuse)

81.  Upon information and belief, Plaintiff’s claims amount to trademark misuse.

FOURTH AFFIRMATIVE DEFENSE
(No Unfair Competition)

82.  Defendant’s acts do not amount to unfair competition, under statutory or common
law, because Defendant did not represent its products as originating from Plaintiff and in no other
way unfairly competed with Plaintiff.

FIFTH AFFIRMATIVE DEFENSE
(Innocent Infringement)

83.  The claims made in the Complaint are barred, in whole or in part, because any

infringement, if any, was innocent.

16
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SIXTH AFFIRMATIVE DEFENSE
(Statutes of Limitations)
84.  The claims made in the Complaint are barred, in whole or in part, by applicable

statutes of limitations.

SEVENTH AFFIRMATIVE DEFENSE
(Laches)

85.  The claims made in the Complaint are barred by laches, in that Plaintiff has
unreasonably delayed efforts to enforce its rights, if any, despite its full awareness of Defendant’s
actions.

EIGHTH AFFIRMATIVE DEFENSE
(Waiver, Acquiescence, and Estoppel)

86.  Each of the purported claims set forth in this Complaint is barred by the doctrines of
waiver, acquiescence, and estoppel.

NINTH AFFIRMATIVE DEFENSE
(Fraud)

87.  Upon information and belief, the claims made in the Complaint are barred, in whole
or in part, by Plaintiff’s actions which amounted to a fraud on the United States Patent &
Trademark Office during the prosecution of the applications that matured into the registrations of
the asserted mark.

TENTH AFFIRMATIVE DEFENSE
(Duplicative Claims)

88.  Without admitting that the Complaint states a claim, any remedies are limited to the
extent that the Complaint seeks an overlapping or duplicative recovery pursuant to the various
claims against Defendant or others for any alleged single wrong.

ELEVENTH AFFIRMATIVE DEFENSE
(No Causation)

89.  Plaintiff’s claims against Defendant are barred because Plaintiff’s damages, if any,

were not caused by Defendant.
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TWELFTH AFFIRMATIVE DEFENSE
(Failure to Mitigate)
90.  The claims made in the Complaint are barred, in whole or in part, because of a

failure to mitigate damages, if such damages exist.

THIRTEENTH AFFIRMATIVE DEFENSE
(Unclean Hands)

91.  Upon information and belief, Plaintiff’s claims are barred by the doctrine of unclean
hands.

FOURTEENTH AFFIRMATIVE DEFENSE
(Lack of Irreparable Harm)

92.  Plaintiff’s claims for injunctive relief are barred because Plaintiff cannot show that
it will suffer any irreparable harm from Defendant’s actions.

FIFTEENTH AFFIRMATIVE DEFENSE
(Adequacy of Remedy at Law)

93.  The alleged injury or damage suffered by Plaintiff, if any, would be adequately
compensated by damages. Accordingly, Plaintiff has a complete and adequate remedy at law and is
not entitled to seek equitable relief.

SIXTEENTH AFFIRMATIVE DEFENSE
(Superior Rights to the Trademark)

94, Defendant’s use of the STRATOTONE Mark is not infringement because

Defendant has superior rights over Plaintiff to use the mark exclusively.
ADDITIONAL DEFENSES

9s. Defendant reserves the right to assert additional defenses based on information
learned or obtained during discovery.

WHEREFORE, defendant, Westheimer Corporation, prays that the plaintiff, Darryl D.
Agler, take nothing by way of his Complaint; that judgment be entered in favor of defendant and
against the plaintiff; for the costs of this action; and for all other just and proper relief in the

premises.
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COUNTERCLAIMS

Counter-Plaintiff Westheimer Corporation (“Westheimer”), for its counterclaims against

Counter-Defendant Darryl D. Agler (“Agler”), alleges as follows:
JURISDICTION AND VENUE

96.  This is an action for trademark infringement under unfair competition and false
designation of origin under § 43(a) of the Lanham Act, 15 U.S.C. § 1125(a); and trademark
infringeﬁent and unfair competition under Indiana state law.

97.  This Court has original jurisdiction over Westheimer’s federal law claims pursuant
to 28 U.S.C. §§ 1331 and 1338, and 15 U.S.C. § 1121.

98.  This Court has supplemental jurisdiction pursuant to 28 U.S.C. §§ 1338(b) and
1367, with respect to Westheimer’ claims arising under the laws of the State of Indiana.

99.  Venue is proper in this district pursuant to 28 U.S.C. § 1391(b) because Agler is
domiciled within this judicial district.

THE PARTIES

100.  Westheimer is an Illinois corporation with a principal place of business at 3451
West Commercial Avenue, Northbrook, Illinois 60062.

101.  Upon information and belief, Agler is an individual residing at 5506 Quail Canyon
Circle, Fort Wayne, Indiana 46835, and does business as The Stratotone Guitar Co.

WESTHEIMER’S INTELLECTUAL PROPERTY

102.  Since or before 1958, Westheimer has been a manufacturer, distributor and seller of
musical instruments, including, but not limited to, guitars and bass guitars under a variety of
brands, including, but not limited to HARMONY®.

103.  The Harmony Company (“Harmony”) was founded in 1892 and produced stringed
musical instruments.

104.  In 1916, the Sears, Roebuck Company purchased Harmony.
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105.  From 1916 to the 1970°s, Harmony sold hundreds of thousands of instruments

annually.

106.  In or around 1953, Harmony introduced the STRATOTONE model guitar.

107. The STRATOTONE model guitar featured an “Atom” logo on the headstock,
consisting of elecfrons orbiting around a musical note (the “ATOM Mark™).

108.  Production of the STRATOTONE model guitar was suspended in the 1960’s.

109. From 1976 through the 1990s, Harmony went through several ownership changes,
while its products were continuously sold in the United States.

110.  Inthe 1990’s, Harmony guitars were sold almost exclusively through J.C. Penney.

111.  In 2000, M.B.T. International announced it was reviving the HARMONY® line of
guitérs, including the STRATOTONE model.

112.  In 2002, a new Harmony company was formed and displayed STRATOTONE
model guitars at the 2002 Winter NAMM Show, the largest musical instrument trade show in
North America.

113, In 2009, Westheimer purchased the Harmony brand and all its related intellectual
property, including, but not limited to, the STRATOTONE and ATOM Marks.

AGLER’S UNLAWFUL CONDUCT

114.  On March 7, 2006, despite Harmony’s ownership and usage of the STRATOTONE
Mark, Agler filed an intent to use application (App. Ser. No. 78/831,179) (the ““179 Application™)
with the USPTO for the STRATOTONE mark.

115.  The ‘179 Application matured into U.S. Reg. No. 3,986,754.

116.  Agler offers for sale guitars bearing the STRATOTONE and ATOM Marks (the
“Infringing Goods™), infringing on Westheimer’s common law trademarks.

117.  As a result of Agler’s continued infringement of the STRATOTONE and ATOM

Marks, Westheimer has brought these counterclaims seeking the following relief:
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FIRST CLAIM FOR RELIEF
FALSE DESIGNATION OF ORIGIN AND
UNFAIR COMPETITION (15 U.S.C. § 1125(A))

118.  Westheimer hereby repeats and re-alleges, as if fully set forth herein, the allegations
set forth in Paragraphs 96 through 117, above.

119.  Agler has affixed, applied, or used in connection with the sale of Agler’s Infringing
Goods, false descriptions and representations, which tend falsely to describe or represent that the
Infringing Goods offered By Agler are sponsored by, authorized by, or connected with
Westheimer.

120.  Upon information and belief, the activities of Agler complained of herein constitute
willful and intentional uses, appropriations and infringements of Westheimer’s STRATOTONE
and ATOM Marks, with complete and deliberate disregard to Westheimer’s rights. These activities
were commenced and have continued in spite of Agler’s knowledge that the use of the
STRATOTONE and ATOM Marks was and is in direct contravention of Westheimer’s rights, all
in violation of 15 U.S.C. § 1125(a).

121. Westheimer has no adequate remedy at law, and is suffering irreparable harm and
damage as a result of the acts of Agler as aforesaid in an amount thus far not determined.

122.  Agler’s foregoing unlawful actions have caused Westheimer irreparable harm for

which Westheimer is entitled to permanent injunctive relief.

SECOND CLAIM FOR RELIEF
COMMON-LAW TRADEMARK INFRINGEMENT

123.  Westheimer hereby repeats and realleges, as if fully set forth herein, the allegations

set forth in Paragraphs 96 through 122, above.
124, As a result of Agler’s wrongful conduct described above, the manufacturing,
advertising, distributing and selling of Agler’s Infringing Goods constitutes infringement of

Westheimer’ exclusive common-law rights, in that such use is likely to cause, and has caused

21



case 1:14-cv-00099-JD-RBC document 10 filed 05/27/14 page 22 of 24
confusion, deception and mistake in the minds of the public with respect to the origin, source and

affiliation of Agler’s Infringing Goods.

125.  Agler’s Infringing Goods incorporate or use marks that are identical to
Westheimer’s STRATOTONE and ATOM Marks, and have been and continue to violate and
infringe Westheimer common-law trademark rights. Agler’s unlawful actions constitute common-
law trademark infringement under Indiana law.

126.  Westheimer has no adequate remedy at law, and is suffering irreparable harm and
damage as a result of the acts of Agler as aforesaid in an amount thus far not determined.

127.  Agler’s foregoing unlawful actions have caused Westheimer irreparable harm for
which Westheimer is entitled to permanent injunctive relief.

THIRD CLAIM FOR RELIEF
COMMON-LAW UNFAIR COMPETITION

128.  Westheimer hereby repeats and re-alleges, as if fully set forth herein, the allegations
set forth in Paragraphs 96 through 127, above.
| 129.  Agler’s foregoing wrongful conduct constitutes unfair competition under the
common-law of the State of Indiana.
130.  Westheimer has no adequate remedy at law, and is suffering irreparable harm and

damage as a result of the acts of Agler as aforesaid in an amount thus far not determined.

FOURTH CLAIM FOR RELIEF
CANCELLATION OF U.S. REG. NO. 3,986,754

131. Westheimer hereby repeats and re-alleges, as if fully set forth herein, the allegations
set forth in Paragraphs 96 through 130, above.

132, Westheimer has superior rights in the trademark STRATOTONE, with |
Westheimer’s predecessors-in-interest’s date of first use in 1953, sixty-three years before Agler

filed his intent to use application.
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133. Upon information and belief, Agler committed fraud upon the USPTO with the

intent of deceiving the USPTO on a material issue in order to obtain a registration.
WHEREFORE, Counter-Plaintiffs seek judgment against Agler as follows:

a. Cancellation of U.S. Registration No. 3,986,754

b. That Agler, its officers, agents, servants, employees and attorneys, and those in
active concert or participation with Agler, be permanently enjoined and restrained
from:

i. Using in any manner the STRATOTONE and ATOM Marks;

ii. Manufacturing, marketing, advertising, distributing or selling musical
instruments bearing the STRATOTONE and ATOM Marks, including,
without limitation, Agler’s Infringing Goods;

iii. Representing, suggesting in any fashion to any third party, or performing
any act which may give rise to the belief that Agler, or any of its goods, are
authorized or sponsored by Westheimer;

iv. Passing off, or inducing or enabling others to sell or pass off, any goods as
products produced by Westheimer; and

v. Otherwise competing unfairly with Westheimer in any manner.

c. That Agler recall any and all goods from the market that infringe on the
STRATOTONE and ATOM Marks.

d. That Agler be ordered to deliver up to Westheimer for destruction, any and all
goods in its possession, or under its control that infringe on the STRATOTONE and
ATOM Marks.

e. That Westheimer be awarded actual damages in an amount to be determined at trial

for infringement of the STRATOTONE and ATOM Marks as provided by law.
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f. That Agler account for and pay over to Westheimer profits realized by Agler by

reason of Agler’s unlawful actions herein alleged; and

g. that the Court impose whatever final equitable relief is necessary to achieve the
foregoing, includihg, without limitation, the imposition of a constructive trust.

h. That Westheimer be awarded reasonable attorneys’ fees and costs, pursuant to 15
US.C.§ 1117.

i. Such other and further relief as is just and proper.

j. A trial by jury as to all appropriate issues.

CARSON BOXBERGER LLP

By /s/Larry L. Barnard
Larry L. Barnard (11904-49)

Attorneys for Defendant
301 W. Jefterson Blvd, Suite 200
Fort Wayne, IN 46802
Telephone: 260-423-9411
CERTIFICATE OF SERVICE

This will certify that on the 27th day of May, 2014, a true and complete copy of the above
and foregoing document was mailed to:

Louis T. Perry
Louis.perry(@FaegreBD.com

Amie Peele Carter
Amie.peelcarter@FaegreBD.com

/s/ Larry L.Barnard

24



